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REMARKS 

I. Status of Claims 

Without prejudice or disclaimer, Applicant has amended independent claim 1 to 
include limitations recited in now-withdrawn claim 12 and now-cancelled claim 14. 
Additional support for the amendment to claim 1 may be found in Applicant's 
specification as-filed at, for example, page 5 at paragraph [023], page 6 at paragraph 
[031], page 8 at paragraph [035], page 9 at paragraph [039], and the Examples. 
Applicant has cancelled claims 14, and 20 without prejudice or disclaimer of their 
subject matter. Applicant has amended claims 12 and 13 for further clarity and to 
correct the dependence of claim 13. Thus, claims 1-3, 5-7, 9-13, 18, 19, 21, 24, 28, 
32-35, and 40 are currently pending, with claims 1-3, 5-7, 9-11, 13, 18, 21, 24, 28, and 
32-34 under current examination. Claim 12 is withdrawn from consideration as of this 
Amendment. Claims 35 and 40 were withdrawn from consideration in response to the 
Office Action (Restriction/Election Requirement) dated October 10, 2007. The 
Examiner indicates that claims 19 and 20 are also being withdrawn from consideration 
further to Applicant's response to the Office Action (Restriction/Election Requirement) 
dated October 10, 2007. See February 7, 2008, Office Action ("Office Action") at 2. 

Applicant respectfully reminds the Examiner, if the elected species is found 
allowable, of her duty to continue to examine the full scope of the elected subject matter 
to the extent necessary to detemnine the patentability thereof, i.e., extending the search 
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to a "reasonable" number of the non-elected species, as is the duty according to 

M.P.E.P. § 803.02 and 35 U.S.C. § 121. 

II. Priority Under 35 U.S.C. § 119 

The Examiner indicates that Applicant must provide a certified English translation 

of U.S. Provisional Application No. 60/496,925 in order to claim priority to the 

application under 35 U.S.C. § 1 19(e). See Office Action at 3. The Examiner further 

contends that "a specific reference to the prior-filed application in compliance with 

37 CFR 1.78(a) must be included in the first sentence(s) of the specification following 

the title or in an application data sheet." Id. In the present case, Applicant timely 

claimed, upon filing of this application, benefit under 35 U.S.C. § 119 of U.S. Provisional 

Application No. 60/496,925, filed August 22, 2003, including reference to the provisional 

application in the first sentence of the present application. See paragraph [001] of the 

as-filed specification. To perfect this claim for priority. Applicant has filed a certified 

English translation of U.S. Provisional Application No. 60/496,925 in that application. A 

copy of the "Submission of English Language Translation of Provisional Application 

Under 37 C.F.R. § 1.52(d)(2)" coversheet is provided to the Examiner with the present 

filing. 

III. Rejection Under 35 U.S.C. § 102 

The Examiner rejects claims 1-3, 5-14, 18, 21, 28, and 31-34 under 
35 U.S.C. § 102(b) as allegedly "being anticipated by" U.S. Patent No. 3,911,105, to 
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Papantoniou et al. ("the '105 patent"). Office Action at 4. Applicant respectfully 

traverses and requests withdrawal of the rejection for at least the following reasons. 

In order to properly anticipate Applicant's claimed invention under 35 U.S.C. 

§ 102, each and every element of the claim in issue must be found, "either expressly or 

inherently described, in a single prior art reference." Verdegaal Bros. v. Union Oil Co. of 

California, 814 F.2d 628, 631, 2 USPQ 2d 1051, 1053 (Fed. Cir. 1987). Moreover, "[t]he 

identical invention must be shown in as complete detail as is contained in the ... claim." 

M.P.E.P. § 2131 (citing Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ 

2d 1913, 1920 (Fed. Cir. 1989)). 

The '105 patent merely discloses "[a] fatty composition for use in producing 

cosmetic composition[s] comprising a mixture of at least one cosmetic fatty body and at 

least one non-toxic polymer." '105 patent, Abstract. 

The Examiner makes several allegations regarding the disclosure of the '105 

patent. For example, the Examiner asserts that " 'POLYSTEARYL METHACRYLATE' 

is repeated twice. First occurrence should be polystearyl acrylate." Office Action at 4. 

Applicant respectfully points out that polystearyl methacrylate is not repeated, as the 

Examiner contends, but rather the two different entities "polystearyl methacrylate" and 

"polystearyl methacrylate crosslinked with the aid of ethylene glycol dimethacrylate" are 

disclosed. '105 patent at col. 3, lines 66-68. Moreover, Applicant points out that 

Example 8 of the '105 patent contains polystearyl methacrylate, while Example 9 

contains "polystearyl methacrylate crosslinked with 0.02% ethylene glycol 
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dimethacrylate." The Examiner cannot rewrite tine specification of the cited reference to 

suit her purpose, nor can she contend part of a disclosure to be a typographical error 

when it clearly is not. 

The Examiner points out that claim 5 of the '105 patent recites polystearyl 

acrylate\ and that the '105 patent discloses the use of water and dyestuff. See Office 

Action at 4. The Examiner further asserts that the "PTO is not equipped to measure the 

thermal profile and the limitations claimed in claims 2-1 1 , therefore [the] patent 

anticipates these claims. Since the components claimed are same to that disclosed, 

patent anticipates claim 33." Id. at 4-5. Thus, although not explicitly stated, it appears 

as though the Examiner is arguing that the '105 patent inherently anticipates Applicant's 

invention. 

Applicant respectfully reminds the Examiner that the law of inherency requires 
the Examiner to show that these limitations are necessarily present in the 
compositions of the '105 patent. See M.P.E.P. § 21 12 ("The fact that a certain result or 
characteristic may occur or be present in the prior art is not sufficient to establish the 
inherency of that result or characteristic") (emphasis added); see also Akamai Techs., 
Inc. V. Cable & Wireless Internet Servs., Inc., 344 F.3d 1186, 1192, 68 U.S.P.Q.2d 
1 186, 1 190 (Fed. Cir. 2003) ("A claim limitation is inherent in the prior art if it is 
necessarily present in the prior art, not merely probably or possibly present."). Further, 
when asserting inherency, it is the Examiner's burden to provide factual and technical 
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grounds establishing that the claimed feature necessarily flows from the teachings of 

the prior art. See M.P.E.P. § 21 12. The burden to rebut shifts to Applicants only after 

the Examiner has established inherency by presenting these factual and technical 

grounds. Id. 

Applicant respectfully submits that the '105 patent does not anticipate the present 
claims, as it does not explicitly or inherently teach or suggest all of the claim limitations. 
Specifically, the '105 patent does not disclose, and further does not even suggest, any 
desired thermal profile or melting peak, and certainly not "[a] cosmetic composition 
comprising ... at least one compound which gives the cosmetic composition a thermal 
profile having a melting peak wherein the mid-height width Lf is less than or equal to 
20°C, the at least one compound having a thermal profile having a fusion peak wherein 
the mid-height width Lf is less than or equal to 20X," as recited in amended 
independent claim 1 . 

Further, the '105 patent does not disclose, or even suggest, any of "[a] cosmetic 
composition comprising ... at least one compound ... wherein the at least one 
compound is chosen from waxes and semi-crystalline polymers having a melting point 
ranging from 35°C to 65°C; ... wherein the at least one compound is present in the 
composition in an amount ranging from 5% to 60% by weight, relative to the total weight 
of the composition; ... and wherein said cosmetic composition is heat stable," as recited 
in amended independent claim 1 . 



^ It would seem to Applicant that this claim language is more in error than what the Examiner contends is 
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The Examiner alleges that the composition disclosed in the '105 patent is the 

same as Applicant's claimed composition, and therefore that the thermal profiles of the 

'105 patent's composition and Applicant's claimed composition are the same. However, 

as the Examiner will appreciate, the properties of a composition necessarily vary 

depending on the components present in the composition and the amounts of these 

components. As discussed above, the composition of the '105 patent comprises "at 

least one cosmetic fatty body" in addition to the "at least one non-toxic polymer" which 

the Examiner contends is polystearyl acrylate. However, such a "cosmetic fatty body" is 

not present in the instant composition. Thus, the '105 patent clearly teaches an 

additional component in the disclosed composition and, therefore, does not teach a 

composition identical to the present composition. 

Applicant appreciates that the present claims are written in open claim format. 

However, the present claims contain recitations that the cosmetic composition has "a 

thermal profile having a melting peak wherein the mid-height width Lf is less than or 

equal to 20°C," and certainly not all compositions comprising at least one ionic 

surfactant and at least one nonionic surfactant will necessarily meet this additional 

limitation as required by law. Likewise, not all compositions comprising at least one 

compound chosen from waxes and semi-crystalline polymers haing a melting point 

between 35°C and 65°C, and present in the composition in an amount ranging from 5 to 

60% by weight, relative to the total weight of the composition, are necessarily heat- 



in error in the '105 specification. 



-12- 



PATENT 

Application No.: 10/821,919 
Attorney Docket No.: 05725.1266-00 

Stable compositions. Tiiis especially is the case when the composition necessarily 

comprises an additional component as does the '105 patent. 

Thus, the '105 patent does not explicitly or inherently anticipate Applicant's 

claimed invention, as recited in amended independent claim 1. Independent claim 32, 

while differing in scope, recites similar limitations as claim 1 , and therefore is also not 

anticipated by the '105 patent. Claims 2, 3, 5-14, 18, 21, 28, 31, 33, and 34 are also not 

anticipated by the '105 patent, at least due to their respective dependence from base 

claim 1 or 32. 

Regarding claim 33, the Examiner alleged that "[s]ince the components claimed 
are [the] same to that disclosed, patent anticipates claim 33." Office Action at 5. 
Applicant respectfully disagrees. As established above, the Examiner has merely cited 
the '105 patent to assert that the '105 patent discloses the use of polystearyl acrylate 
and water. However, as noted, these disclosures of the '105 patent are not sufficient to 
anticipate independent claim 32. Moreover, independent claim 32, as already 
established, is not anticipated by the '105 patent. Claim 33 Is also not anticipated by 
the '105 patent, at least due to its dependence from base claim 32. 

Therefore, Applicant respectfully requests withdrawal of the rejection of claims 
1-3, 5-14, 18, 21, 28, and 32-34. 
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IV. Rejection Under 35 U.S.C. § 103 

The Examiner rejects claims 1-3, 5-14, 18, 21, 24, 28, and 31-34 under 
35 U.S.C. § 103(a) as allegedly "being unpatentable over" the combination of the '105 
patent and U.S. Patent No. 6,875,245, to Pavlin ("the '245 patent"). Office Action at 5. 

The Examiner asserts that the '105 patent "teaches [a] cosmetic composition 
using polystearyl acrylate, aqueous phase and dyestuff and [the] use [of] these 
compositions in the form of lipstick and mascara." Id. The Examiner admits that the 
'105 patent "does not teach the limitation of claim 24, wherein the composition further 
comprising film-forming polymer[,] which is gum arable." Id. Thus the Examiner relies 
on the '245 patent to cure the deficiencies of the '105 patent, asserting that the '245 
patent "teaches [compositions] in personal care products," that "[p]ersonal care products 
are also known as cosmetic [compositions]," and further that the '245 patent "teaches 
mascara [compositions] using gum arable." Id. The Examiner thus contends that "both 
the patents teach individually mascara compositions using polystearyl acrylate and gum 
arable," and that "it would be obvious ... to prepare [a] third composition ... by 
combining the two components [of] polystearyl acrylate and gum arable with the 
reasonable expectation of success." Id. The Examiner concludes that the combination 
of the '105 patent and the '245 patent is "prima facie obvious." Id. 

Applicant disagrees with the Examiner's assertions and respectfully traverses the 
Examiner's 103(a) rejection for at least the reason that the Examiner has failed to make 
a prima facie showing of obviousness. Several basic factual inquires must be made in 
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order to determine whether the claims of a patent application are obvious under 

35 U.S.C. § 103. These factual inquiries, set forth in Graham v. John Deere Co., 383 

U.S. 1, 17, 148 USPQ 459, 467 (1966), require the Examiner to: 

(1) Determine the scope and content of the prior art; 

(2) Ascertain the differences between the prior art and the 
claims in issue; 

(3) Resolve the level of ordinary skill in the pertinent art; and 

(4) Evaluate evidence of secondary considerations. 

The obviousness or non-obviousness of the claimed invention is then evaluated in view 
of the results of these inquiries. Graham, 383 U.S. at 17-18, 148 USPQ 467; see also 
KSR Int'l Co. V. Teleflex, Inc., 127 S. Ct. 1727,1734 (2007). 

The Supreme Court, in the KSR decision, recognized that a showing of 
"teaching, suggestion, or motivation" could provide helpful insight in determining 
whether the claimed subject matter is obvious under Section 103(a). KSR, 127 S. Ct. 
at 1741. In addition, the Supreme Court mandates that "[t]o facilitate review, this 
analysis [of whether there was an apparent reason to combine the known elements in 
the fashion claimed by the patent at issue] should be made explicit." Id. (citing In re 
Kahn, 441 F.3d 977, 988 (Fed. Cir. 2006) ("[R]ejections on obviousness grounds cannot 
be sustained by mere conclusory statements; Instead, there must be some articulated 
reasoning with some rational underpinning to support the legal conclusion of 
obviousness")). 

Indeed, to establish a prima facie case of obviousness, the Examiner must: 

make a determination whether the claimed invention "as a 
whole" would have been obvious at that time to that person. 
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Knowledge of applicant's disclosure must be put aside in 
reaching this determination, yet kept in mind in order to 
determine the "differences," conduct the search and evaluate 
the " subject matter as a whole" of the invention. The 
tendency to resort to "hindsight" based upon applicant's 
disclosure is often difficult to avoid due to the very nature of 
the examination process. However, impermissible hindsight 
must be avoided and the legal conclusion must be reached 
on the basis of the facts gleaned from the prior art. 

M.P.E.P. § 2142. "The key to supporting any rejection under 35 U.S.C. § 103 is the 

clear articulation of the reason(s) why the claimed invention would have been obvious." 

M.P.E.P. §2143. 

Applicant has already established that the '105 patent does not anticipate 
Applicant's invention, as recited in amended Independent claim 1. In addition, the '105 
patent also fails to suggest Applicant's invention, at least for the reason that the '105 
patent discloses the use of homopolvmers . namely a homopolymer having repeating 
units of the formula (I) and a homopolymer having repeating units of the formula (II). 
See '105 patent, Abstract. The '105 patent thus does not disclose or suggest the use of 
the elected semi-crystalline polymers , which are copolymers, and certainly does not 
disclose or suggest use of the claimed "at least one compound ... chosen from waxes 
and semi-crystalline polymers having a melting point ranging from 35°C to 65''C," as 
recited in amended independent claim 1 . 

As Applicant set forth in the specification, "the term 'semi-crystalline polymer" 
means polymers comprising at least one crvstallizable portion, chosen from 
crystallizable pendent chains and crystallizable blocks, in the skeleton, as well as an 
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amorphous portion in the sl^eleton . . . [wherein] [t]he at least one crystallizable block is 

then of a different chemical nature from the at least one amorphous block." 

Specification at paragraph [0042], emphasis added. 

Thus the homopolymers, and moreover, the fatty compositions disclosed by the 

'105 patent, cannot disclose or suggest Applicant's invention, as recited in amended 

independent claim 1. 

Further, as discussed above, the '105 patent does not suggest any desired 

thermal profile or melting peak, and certainly does not suggest "[a] cosmetic 

composition comprising ... at least one compound which gives the cosmetic 

composition a themrial profile having a melting peak wherein the mid-height width Lf is 

less than or equal to 20°C," or "the at least one compound having a thermal profile 

having a fusion peak wherein the mid-height width Lf is less than or equal to 20°C," as 

recited in amended independent claim 1 . Moreover, the '105 patent does not suggest 

"the at least one compound ... having a melting point ranging from 35''C to 65°C ... 

[and] present in the composition in an amount ranging from 5% to 60% by weight, 

relative to the total weight of the composition; ... and wherein the cosmetic composition 

is heat-stable," as also recited in amended independent claim 1. 

The Examiner relies on the '245 patent to overcome the deficiencies of the '105 

patent. However, the '245 patent merely discloses "[a] resin composition ... prepared 

by reacting components comprising dibasic acid, diamine, polyol and monoalcohol." 

Abstract. The compounds disclosed in the '245 patent, namely ester-terminated poly 
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(ester-amides) (ETPEA), have a softening point of 76.7° and 74.7°C, as disclosed in 
Examples A and B of the '245 patent. See col. 44, line 33 through col. 45, line 4. Thus, 
the compounds disclosed in the '245 cannot disclose or suggest the claimed cosmetic 
composition comprising at least one compound "... having a melting point between 
35°C and 65°C,"_as recited in amended independent claim 1. 

Further, the '245 patent fails to disclose or suggest any desired thermal profile or 
melting peak, and certainly does not suggest "[a] cosmetic composition comprising ... at 
least one compound which gives the cosmetic composition a thermal profile having a 
melting peak wherein the mid-height width Lf is less than or equal to 20°C," or "the at 
least one compound having a thermal profile having a fusion peak wherein the mid- 
height width Lf is less than or equal to 20°C," as recited in amended independent claim 
1 . The '245 patent also fails to disclose or suggest "the at least one compound is 
present in the composition in an amount ranging from 5% to 60% by weight, relative to 
the total weight of the composition; ... and wherein the cosmetic composition is heat- 
stable," as also recited in amended independent claim 1 . 

Moreover, neither reference separately or combined provide motivation to arrive 
at a composition as presently claimed. Therefore, the teachings of the '105 and '245 
patents, separately, or even if combined as the Examiner suggested, do not render 
obvious Applicant's invention, as recited in amended independent claim 1 . 

For at least these reasons, the Examiner has not established a prima facie case 
of obviousness with respect to amended independent claim 1 in view of the '105 and 
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'245 patents, separately or in combination. Independent claim 32, while differing in 

scope, recites similar limitations as claim 1 and is also allowable over the '105 and '245 

patents. Claims 2, 3, 5-14, 18, 21, 24, 28, and 32-34 are also allowable over the '105 

and '245 patents, at least due to their respective dependence from base claim 1 or 32. 

Applicant therefore respectfully requests withdrawal of the rejection of claims 1-3, 5-14, 

18,21,24, 28, and 32-34. 
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V. Conclusion 

In view of the foregoing amendments and remarl<s, Applicant respectfully 
requests reconsideration of this application and the timely allowance of the pending 

claims. 

If the Examiner believes a telephone conference could be useful in resolving any 
of the outstanding issues, she is respectfully urged to contact Applicant's undersigned 
counsel at 202-408-4368. 

Please grant any extensions of time required to enter this response and charge 
any additional required fees to Deposit Account No. 06-0916. 



Attachment: Copy of coversheet entitled: "Submission of English Language 

Translation of Provisional Application Under 37 C.F.R. § 1.52(d)(2)," 
filed in U.S. Provisional Application No. 60/496,925 



Respectfully submitted, 



FINNEGAN, HENDERSON, FARABOW, 
GARRETT & DUNNER, L.L.P. 



Dated: May 8, 2008 




Deborah M. Hfeo 
Reg. No. 52,211 
(202) 408-4368 
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